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DETAILED ACTION 



Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-8, 13-18, 22, 38-43, 45, 47-49 and 52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Francischelli et al. (U.S. Patent 6,807,968) in view of Tetzlaff et al. (U.S. 
Patent 6,277,1 17) in further view of Hooven (U.S. Patent 6,889,694). 



Regarding claims 1, 14-18, 38, 40, 41, 43 and 47, Francischelli et al. disclose an 
ablating/coagulating forceps apparatus comprising an insulative base member (27 or 
analogous counterparts in other embodiments) defining a groove therein and clearly 
shown in the figure below and adjacent to a support member (3 1 A or analogous 
counterparts in other embodiments), the groove formed within the base member being 
configured to receive the support member; a coagulation element or means for 
transmitting coagulation energy, in the form of an electrode (3 OA or analogous 
counterparts in other embodiments) carried by the support member, see col. 2, line 47 
through col. 4, line 59 and figures 1-5B. It should be further noted that Francischelli et 
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al. disclose a source of coagulation energy, a clamp with first and second clamp members 
movable with respect to one another via a movement apparatus (pivot), see above cited 
passage. Francischelli et al. fail to disclose the mating structure is configured for 
removably securing the base member to the first clamp member. Francischelli et al. also 
fail to disclose a stimulation element or means for transmitting stimulation energy carried 
by the support member and a source of stimulation energy. Tetzlaff et al. also disclose an 
ablating/coagulating forceps apparatus (10) and teach providing an insulative base 
member (121) with a mating structure (collection of 122 and 124) that is removably 
securable to the clamp member in order to provide the device with a 
removable/replaceable electrode assembly, see col. 3-6 and figures 1-7. Hooven also 
discloses an ablating/coagulating forceps apparatus (70) and teach providing a 
stimulation element, in the form of an electrode (pacing electrode, 172) along with the 
source of stimulation energy (inherent) in order to verify ablating/coagulating quality, see 
col. 15-16 and figures 66 and 67. In particular reference to the placement of the 
stimulation element with respect to the coagulation element, the support member 
and/or the base member. As can be clearly seen from figure 66 of Hooven a distal 
end or the distal end of the stimulation element or means is distal to the proximal 
end of the coagulation element, the support member and/or the base member (jaw 
member). As the claim language does not preclude this interpretation, The 
placement of the stimulation element with respect to the coagulation element, the 
support member and/or the base member is met the combination of prior art. 
Therefore at the time of the invention it would have been obvious to one of ordinary skill 
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in the art to modify the invention of Francischelli et al, as taught by Tetzlaff et al, to 
provide an insulative base member with a mating structure that is removably securable to 
the clamp member in order to provide the device with a removable/replaceable electrode 
assembly, and as further taught by Hooven, to teach provide a stimulation element along 
with a source of stimulation energy, in the form of an electrode in order to verify 
ablating/coagulating quality. 



Regarding claims 2, 3, 48 and 49 Francischelli et al. in view of Tetzlaff et al. in further 
view of Hooven disclose the claimed invention, see Tetzlaff et al. figures 1-7. 

Regarding claims 4-8, 39, 42 Francischelli et al. in view of Tetzlaff et al. in further view 
of Hooven disclose the claimed invention. 

Regarding claims 13, 22, 45 and 52, Francischelli et al. in view of Tetzlaff et al. in further 
view of Hooven disclose the claimed invention. 
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Regarding claims 53 and 54, Francischelli et al. in view of Tetzlaff et al. in further view 
of Hooven disclose the claimed invention except for explicitly reciting the base member 
is formed from a polymer in the form of polyurethane. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to a polymer for 
the base and/or a base made from polyurethane or any other insulative material, since it 
has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. InreLeshin, 125USPQ416. 

Regarding claim 57, Francischelli et al. further disclose the coagulation element (30A) is 
carried on the support member (3 1 A), the support member being positioned within the 
coagulation element, see col. 3:54-col. 4:7 and figure 2A. 

Regarding claim 58, Francischelli et al. in view of Tetzlaff et al. in further view of 
Hooven disclose the claimed invention. 

Regarding claim 59, Francischelli et al. disclose the claimed invention, see figure 2A. 

Claims 10, 20 and 50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Francischelli et al. (U.S. Patent 6,807,968) in view of Tetzlaff et al. (U.S. Patent 6,277,1 17) 
in further view of Hooven (U.S. Patent 6,889,694) as applied to claims 1,14 and 47 above, 
and further in view of being extremely well known in the art. 
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Regarding claims 10, 20 and 50, Francischelli et al. in view of Tetzlaff et al. in further 
view of Hooven disclose the claimed invention except for explicitly reciting first and 
second coagulation element wires connected to the coagulation element. It is extremely 
well known in the art to provide a coagulating element with first and second wires in 
order to transmit energy and cause coagulation. Therefore the examiner takes official 
notice of the first and second coagulation element wires connected to the coagulation 
element. 

Claims 1 1 and 5 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Francischelli et 
al. (U.S. Patent 6,807,968) in view of Tetzlaff et al. (U.S. Patent 6,277,1 17) in further view 
of Hooven (U.S. Patent 6,889,694) as applied to claims 1 and 47 above, and further in view 
of being extremely well known in the art. 

Regarding claims 1 1 and 51, Francischelli et al. in view of Tetzlaff et al. in further view 
of Hooven disclose the claimed invention except for explicitly reciting the stimulation 
element is located distally with respect coagulation element. Pending a statement of 
criticality the presently claimed location of the stimulation element is considered to be an 
obvious design choice over the location disclosed by Francischelli et al. in view of 
Tetzlaff et al. in further view of Hooven and is not patentably distinct thereover. 



Claim 55 is rejected under 35 U.S.C. 103(a) as being unpatentable over Francischelli et al. (U.S. 
Patent 6,807,968) in view of Tetzlaff et al. (U.S. Patent 6,277,1 17) in further view of Hooven 
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(U.S. Patent 6,889,694) as applied to claims 1 and 47 above, and further in view of Eggers et 
al. (U.S. Patent 6,032,674) 



Regarding claim 55, Francischelli et al. in view of Tetzlaff et al. in further view of 
Hooven disclose the claimed invention except for explicitly reciting an adhesive that 
holds the coagulation element and the support member in place. It is extremely well 
known in the art to secure electrodes to insulators or insulating members by using an 
adhesive to securely fix them together. As an example, Eggers et al. disclose 
electrosurgical system having an elongate probe (10) and teach "sealing material 402 is 
used to seal annular gaps between hollow tube 400 and electrode terminal 58 and to 
adhesively join electrode terminal 58 to hollow tube 400" in order to fix the electrode(s) 
to the insulative tube and provide structural integrity, see col. 15:29-col. 16:67 and 
figures 1-2E. Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to modify the invention of Francischelli et al. in view of Tetzlaff 
et al. in further view of Hooven, as taught by Eggers et al., to adhesively bond the 
electrode to the tubular insulating member in the form of PTFE (insulative) tubular 
member in order to fixedly secure them together and provide structural integrity. 



Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over Francischelli et al. (U.S. 
Patent 6,807,968) in view of Tetzlaff et al. (U.S. Patent 6,277,1 17) in further view of Hooven 
(U.S. Patent 6,889,694) as applied to claims 1 and 47 above, and further in view of Fogarty et 
al. (U.S. Patent 6,558,408). 
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Regarding claim 56, Francischelli et al. in view of Tetzlaff et al. in further view of 
Hooven disclose the claimed invention except for explicitly reciting the mating structure 
is configured for slidably securing the base member to the first clamp member. Fogarty 
et al. disclose a forceps clamping device having an insulative base/padding (80) and teach 
providing the padding (80) with a mating structure (either a slot seen in figure 2A or head 
86 and neck 96 seen in figure 4) in order to slidably securing the base/padding member to 
the clamp member (66), see col. 3:22-col. 5:13 and figures 1-15. Therefore at the time of 
the invention it would have been obvious to one of ordinary skill in the art to modify the 
invention of Francischelli et al. in view of Tetzlaff et al. in further view of Hooven, as 
taught by Fogarty et al., to provide the base member with a mating structure that 
securably engages the clamp member in order to slidably securing the base/padding 
member to the clamp member as an alternate/equivalent releasable securing means 
between the base member and clamping member. 

Response to Arguments 



Applicant's arguments filed 1/27/2009 have been fully considered but they are not 
persuasive. Applicant asserts see page 1 1 of 14, last 3 lines through page 13 of 14 2 nd full 
paragraph, that the combination does not disclose a distal end or the distal end of the stimulation 
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element or means that is distal to the coagulation element, the support member and/or the base 
member. 

However, as noted in the rejections above the claim language does not preclude this 
interpretation wherein the distal end of the stimulation element is distal with respect to the 
proximal end of the coagulation element, the support member and/or the base member and 
therefore the presently claimed invention is met by the combination of prior art. 



This action is made non-final. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron Roane whose telephone number is (571) 272-4771 . The 
examiner can normally be reached on Monday-Thursday 8:30AM-7PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry Johnson can be reached on (571) 272-4768. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Aaron Roane/ 
Examiner, Art Unit 3769 



/Henry M. Johnson, III/ 

Supervisory Patent Examiner, Art Unit 

3769 



